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REMARKS 

Claims 33, 35, and 37-44 are pending, with claims 33 and 35 being independent. No 
changes to the application have been made in this paper. 

Claim Reiections Under 35 USC 102 

Claims 33, 35, and 37-44 have been rejected under 35 USC 102(e) as being anticipated 
by Yahata et al. (Yahata) (U.S. Patent Application Publication No. 2006/023621 8). This rejection 
is respectfully traversed. 

Pursuant to MPEP 706.02(f)(1)(ll), Example 5 (see the marked-up copy of MPEP page 
700-34 attached hereto), it is submitted that Yahata is not available as a reference against the 
claims of the present application under 35 USC 1 02(e) because it is based on the national stage 
of International Application No. PCT/JP04/09515 filed on June 29, 2004, which was filed on or 
after November 29, 2000, and was not published in English under PCT Article 21(2), even 
though International Application No. PCT/JP04/0951 5 claims the priority of U.S. Provisional 
Application No. 60/483,228 filed on June 30, 2003, which is before both the U.S. filing date of 
April 13, 2004, of the present application and the Korean filing date of August 16, 2003, of 
Korean Patent Application No. 2003-56725, the earliest Korean priority application of the present 
application. Note the following statement on the attached marked-up copy of MPEP 700-34 
(emphasis added): 

If the lA properly claimed the benefit of to [sic] any earlier-filed U.S. 
application (whether provisional or nonprovisional), there would 
still be no 35 U.S.C. 102(e) date for all the references . 

WO 2005/002219 is the publication of International Application No. PCT/JP04/09515. A 
copy of WO 2005/002219 was attached to the Request for Reconsideration of July 23, 2009, 
and is in the image file wrapper of the present application. As can be seen from the copy of WO 
2005/002219, this reference was not published in English. 

The above arguments were also presented on pages 5 and 6 of the Request for 
Reconsideration of July 23, 2009. In response to these arguments, the Office states as follows 
on page 8 of the Office Action of November 27, 2009: 
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Applicant asserts that Yahata (US 2006/023621 8) supra is 
not available as a reference against the claims of the present 
application under 35 USC 102(e). Examiner respectfully 
disagrees. 

Examiner notes that the claims of the present application 
are rejected based on the priority date of a U.S. Patent Application 
Publication, not based on the priority date of a foreign application 
publication. Yahata is available as a 35 USC 1 02(e) reference 
because it is a published U.S. Patent Application, by others, 
having an effective filing date (June 30, 2003) prior to the effective 
filing date of the instant application (August 16, 2003). Whether or 
not the applicants of the Yahata U.S. Patent Application later filed 
an International Application claiming priority of the same U.S. 
provisional application has no bearing on the effective filing date of 
the U.S. Patent Application. 

However, the applicants of the Yahata U.S. Patent Application Publication did not file a 
later international application claiming the priority of the same provisional application as alleged 
by the Office. The Yahata U.S. Patent Application Publication is a publication of the U.S. 
national stage of the international application, i.e., Application No. 1 0/561 ,31 4. There is no 
separate non-national stage U.S. application not based on the international application as 
apparently misunderstood by the Office. The applicants filed the international application on 
June 29, 2004, and later entered the U.S. national stage on December 1 9, 2005, by fulfilling the 
requirements of 35 USC 371(c)(1), (2), and (4) on that date as can be seen from the image file 
wrapper of the Yahata U.S. national stage application, i.e.. Application No. 10/561 ,314. The 
filing of an international application is treated as the filing of a U.S. national application except 
with respect to 35 USC 1 02(e) pursuant to 35 USC 363, which states as follows (emphasis 
added): 

An international application designating the United States 
shall have the effect, from its international filing date under article 
1 1 of the treaty, of a national application for patent regularly filed in 
the Patent and Trademark Office except as othenwise provided in 
section 102(e) of this title. 

Title 35 USC 1 02(e) reads as follows (emphasis by underlining and material in brackets 
added): 

(e) the invention was described in — (1) an application for 
patent, published under section 122(b), by another filed in the 
United States before the invention by the applicant for patent or (2) 
a patent granted on an application for patent by another filed in the 
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United States before tlie invention by tlie applicant for patent, 
except that an international application filed under the treaty 
defined in section 351 (a) shall have the effects for the purposes of 
this subsection [i.e., 35 USC 102(e)] of an application filed in the 
United States only if the international application designated the 
United States and was published under Article 21 (2) of such treaty 
in the English language . 

Since the international application that resulted in the Yahata U.S. Patent Publication 
was not published in English as discussed above, 35 USC 1 02(e) does not apply to the Yahata 
U.S. Patent Publication, i.e., the Yahata U.S. Patent Publication has no 102(e) date , even 
though the international application claimed the benefit of U.S. Provisional Application No. 
60/483,228 filed on June 30, 2003:. See MPEP 706.02(f)(1)(l)(C)(2), which states as follows on 
MPEP page 700-30 (emphasis by bold in original; emphasis by underlining and material in 
brackets added): 

(2) If the international application was filed on or after 
November 29, 2000, but did not designate the United States or 
was not published in English under PCT Article 21 (2) . do not treat 
the international filing date as a U.S. filing date for prior art 
purposes. In this situation, do not apply the reference [i.e.. the 
Yahata U.S. Patent Application Publication No. 2006/02362181 as 
of its international filing date, its date of completion of the 35 
U.S.C. 371(c)(1), (2) and (4) requirements, or any earlier filino date 
to which such an international application claims benefit or priority 
[i.e.. the filing date of June 30, 2003. of U.S. Provisional 
Application No. 60/483,228] . The reference may be applied under 
35 U.S.C. 102(a) or (b) as of its publication date, or 35 U.S.C. 
102(e) as of any later U.S. filing date of an application that properly 
claimed the benefit of the international application (if applicable). 

As discussed above, a marked up copy of MPEP page 700-34 is attached hereto. The 
marked-up copy shows Example 5, which corresponds exactly to the present situation. The 
actual dates that are applicable to the present situation have been marked on the attached 
marked-up copy to assist the Office in understanding why the Yahata U.S. Patent Application 
Publication No. 2006/023621 8 does not have a 1 02(e) date and thus cannot be used to reject 
claims 33, 35, and 37-44 under 35 USC 102(e). 

For at least the foregoing reasons, it is respectfully requested that the rejection of claims 
33, 35, and 37-44 under 35 USC 1 02(e) as being anticipated by Yahata be withdrawn . 



7 



Application No. 10/822,772 



Conclusion 

There being no further outstanding objections or rejections, it is submitted that the 
application is in condition for allowance. An early action to that effect is courteously solicited. 

Finally, if there are any formal matters remaining after this response, the Office is 
requested to telephone the undersigned to attend to these matters. 

Respectfully submitted. 

Date: February 25, 2010 By: /Randall S. Svihia/ 

Randall S. Svihia 
Registration No. 56,273 

NSIP Law 

1156 15th Street NW, Suite 603 
Washington, DC 20005 
Tel: (202)429-0020 
Fax: (202)315-3758 
CYP/RSS 

Attachments 



MANUAL OF PATENT EXAMINING PROCEDURE 



Ex.^mpic 5: References bnsed on the naHnnsil stage (35 IJ.S.C 371) of an f nteroationa! AppficiUion RictJ on 
or afie r .\o\ ember 29, 2000 and w h^r, \s a- not pubiisheci in English under PCI Article 2U2) 

AW relereiicss, \Nhether rhe WiPO pLjbikast.Mi, -he U.S. patent appikation pubHcaiion or ;;!ie L'.S paient, of an 
ij-iiernatioiial i:pplicatk>ii iJAHlvit \s ;is. Hleci on or arter November 29, 2000 bdi \Mi~, not published in English 
Uiuler pe r Artitk- 2i(2) hav;; no 35 I'.S.C. ii)2M prior an dase ;3t aii. According to j> U.S.C. i02(ei, no besv 
ei1;of5:ie imeiiiatioiia; riiiiig dafe (nor any U.S. fiitsig daiei prior lo iiie iA) is givtii for 35 I'.S.C. 1 02(e) prior 
an f)if!fK>-je.s iftiie IA \s;is i>tiblf;.hcd unui^t PCX .A.rti<;it; 2i{2) ifi a la»gi;agc ot!i<;r than Eiigiisb, regardless of 
whether the internatiop.a! application entered the national stage. Such reference's may be appUed under 
35 L\S.C, U)2(a) or tb) us of their publication dales, but never under 35 U.S.C. !G2(e). 




01 Jun 2003 02 Oct 2003 02 Nov 2004 



± 



I A publication by 35 U.S.C 371 
fviiliiment 



Pablisation bv Patent graatefoi 
USPTO under 35 U.S.C 37i 
35 U.S,C. tp|sli<a<iG« 

The 35 lJ.S,C. 102(e)(1) date for the LA PiiblicatiQtJ by WIPO is: None. 
The 35 U.S.C, 102(e)(1) date for the PuWicatiotJ by OSPTO is; Notw. 
The 35 U.S.C. [02(e)(2) date for the Patent is: None. 



Ihe IA puhiication bv WIPO can be applied tinder 35 U.S.C, i02(a) or (b) as of its pubiiciitioR daie (01 July 
20(12}, 

Additional * Benetit L iaims: 

i*ne{\ pe ..mmei^* e Ui i i i ^ ir v-- 1 ivU L n apph^a otif^^hetne cio oaski c! 
P ^ 1 i re ud si) e " 102te) date tor ail tlie refsrences.^s 

i iljL ttLd I "s 1 j, \onrni( -tl S(_ ! ^ n) appjication claimed the benefit oi the IA mtjie example 
ap<. s e ^ L CI 02t e } daie ot th^ paten* or publication or the iater-ftleii U.S. applic^-jt ion would be the 
aetoai illffis dateot the later-fUe<! U.S. aophcatton. 



Kiev, 6, Sept. 



